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Preface

Patents 2017
Fourteenth edition

Getting the Deal Through is delighted to publish the fourteenth
edition of Patents, which is available in print, as an e-book and online at
www.gettingthedealthrough.com.

Getting the Deal Through provides international expert analysis in key
areas of law, practice and regulation for corporate counsel, cross-border
legal practitioners, and company directors and officers.

Throughout this edition, and following the unique Getting the Deal
Through format, the same key questions are answered by leading
practitioners in each of the jurisdictions featured. Our coverage this year
includes new chapters on Costa Rica, Norway and Saudi Arabia.

Getting the Deal Through titles are published annually in print. Please
ensure you are referring to the latest edition or to the online version at
www.gettingthedealthrough.com.

Every effort has been made to cover all matters of concern to readers.
However, specific legal advice should always be sought from experienced
local advisers.

Getting the Deal Through gratefully acknowledges the efforts of all

the contributors to this volume, who were chosen for their recognised
expertise. We also extend special thanks to the contributing editor, Richard
T McCaulley Jr of Ropes & Gray LLP, for his continued assistance with this
volume.

GETTING THE /§<
DEAL THROUGH 2

London
March 2017

www.gettingthedealthrough.com
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Wong Jin Nee & Teo

MALAYSIA

Malaysia

Bong Kwang Teo, Min Lee Boo and Yen Cheng Koo

Wong Jin Nee & Teo

Patent enforcement proceedings

1 Lawsuits and courts

What legal or administrative proceedings are available

for enforcing patent rights against an infringer? Are there
specialised courts in which a patent infringement lawsuit can
or must be brought?

Patent rights are only enforceable by the patent owner by way of a civil
action. There are presently no administrative proceedings available for
the enforcement of patent rights.

There is a specialised Intellectual Property High Court in Kuala
Lumpur and most civil actions for patent infringement are filed here.
However, there is no legal prohibition for a patent owner to institute
a civil action in High Courts in other states of Malaysia if the parties
reside outside Kuala Lumpur.

2 Trial formatand timing

What is the format of a patent infringement trial?

The format of a patent infringement trial is the same as any general civil
suit trial. Due to the nature of patent infringement, where substantial
dispute as to facts is inevitable, civil action is generally brought by way
of a writ of summons together with a statement of claim setting out the
material facts of the claim made and the remedies sought. Malaysia
adopts the common law system of pleadings where the parties are
required to exchange pleadings within the prescribed time frame. After
being served with the statement of claim, the defendant must file his
or her defence and counterclaim (if any) within the prescribed period,
followed by a reply by the plaintiff if necessary. Where the defendant
disputes the validity of the patent, he or she must include the particu-
lars of objections, setting out the grounds of objections clearly in his or
her defence.

There is no trial by affidavit in Malaysia. Parties are required to
prove their case by calling witnesses who would state their cases in the
first stage of trial, namely examination in chief, by way of written wit-
ness statements. However, all witnesses must be present in court dur-
ing the trial for cross-examination.

Experts are invariably called to assist the court during a patent suit.
In fact, expert opinions on the issues of novelty and inventive steps are
indispensable in a patent trial.

Malaysia does not have a jury system, hence disputed issues are
decided by a single judge. A trial will typically last between one and
two weeks, depending on the complexity of the matter and the issues
in dispute.

3 Proofrequirements

What are the burdens of proof for establishing infringement,
invalidity and unenforceability of a patent?

The burden of proof in a patent infringement suit is the civil burden of
balance of probabilities. This same burden of proof applies to the issues
of infringement, invalidation and unenforceability.

In order to make out a case for infringement, the following need to
be proved:

www.gettingthedealthrough.com

that each and every essential integer or feature of the plaintiff’s pat-
ented claim is taken by the defendants; and

the defendants’ product works the same way as the plaintiff claims
in his or her patent.

The validity of a patent can be challenged through a counterclaim
filed by the defendant. The court will invalidate a patent if the person
requesting the invalidation proves the following:

- thatwhatis claimed as an invention in the patent is not an idea that
permits, in practice, the solution to a specific problem in the field of
technology or is excluded from protection as it falls under the cat-
egory of non-patentable inventions or is contrary to public order or
morality or is not patentable because it does not comply with the
requirements of being a patentable invention, novel, involving an
inventive step and being industrially applicable;
that the description or the claim does not comply with the require-
ments of application;
that any drawings that are necessary for the understanding of the
claimed invention have not been supplied;
that the right to the patent does not belong to the person to whom
the patent was granted; or
that incomplete or incorrect information has been deliberately pro-
vided or caused to be provided to the Registrar at the time of fil-
ing a request for a substantive examination by the person to whom
the patent was granted or by his or her agent. See section 56 of the
Patents Act 1983 (PA).

4 Standingto sue

Who may sue for patent infringement? Under what conditions
can an accused infringer bring a lawsuit to obtain a judicial
ruling or declaration on the accusation?

The owner of the patent (section 59 PA), licensee and beneficiary of
the compulsory licence (section 61 PA) have the right to sue for pat-
ent infringement. An accused infringer can bring a lawsuit against
the owner of the patent to obtain a declaration from the court that
committing the act in question does not constitute an infringement
of the patent. However, if the act in question is already the subject of
an infringement action, and the accused infringer is already made a
defendant to that suit, the claim for a declaration of non-infringement
isnot allowed (section 62 PA). An accused infringer can also bring a law-
suit against the owner of the patent for the invalidation of the patent
(section §6 PA).

5 Inducement, and contributory and multiple party
infringement

To what extent can someone be liable for inducing or
contributing to patent infringement? Can multiple parties be
jointly liable for infringement if each practises only some of
the elements of a patent claim, but together they practise all
the elements?

There is no provision for indirect or contributory infringement under
the PA. In order to prove infringement, as mentioned above, each and
every essential integer or feature claimed by the patented invention
must be present in the defendant’s product or process. In a process or
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method patent, the defendant must be shown to have taken every step
of the patented process. Thus, it is not possible to make the defendants
jointly liable if they merely carried out part of the patented claim.

However, it is possible to sue based on the tort of conspiracy to
injure, if the parties are acting in concert to injure the interests of the
plaintiff.

6 Joinder of multiple defendants

Can multiple parties be joined as defendants in the same
lawsuit? If so, what are the requirements? Must all of the
defendants be accused of infringing all of the same patents?

Multiple parties can be joined as defendants in the same lawsuit with
the leave of the court or if separate actions are brought against each of
the defendants, where there are some common questions of law or fact
would arise in all the actions and all rights to relief claimed in the action
(whether they are joint, several or alternative) are in respect of or arise
out of the same transaction or series of transactions (see Order 15 rule 4
Rules of Court 2012, (ROC 2012)).

Because of the requirement of commonality of issues of law and
fact, it appears that all of the defendants have to be accused of infring-
ing all of the same patents. Where it appears to the court that the join-
der of causes of action or of parties may embarrass or delay the trial or
is otherwise inconvenient, the court may order separate trials or make
such order as may be expedient (see Order 15 rule § ROC 2012).

7 Infringement by foreign activities
To what extent can activities that take place outside the
jurisdiction support a charge of patent infringement?

Only committing an infringing act within Malaysia would constitute an
act of patent infringement (see section 58 PA).

8 Infringement by equivalents

To what extent can ‘equivalents’ of the claimed subject matter
be shown to infringe?

The court does recognise infringement by way of the ‘equivalents’ of
the claimed subject matter. An assessment of the same would be done
by way of a purposive interpretation of the claim set out in the widely
accepted case of Catnic Components Ltd v Hill and Smith Ltd [1982] RPC
183. This approach has been accepted in the Court of Appeal’s deci-
sion of Cadware Sdn Bhd v Ronic Corporation [2013] 6 ML] 19 where the
Court of Appeal adopted the purposive construction doctrine laid down
in the Catnic case as well as applying the Improver test (as expounded in
the case of Improver Corpn v Remington Consumer Products Ltd [1990]
FSR 181) when considering whether there is infringement of patent.

9 Discovery of evidence

What mechanisms are available for obtaining evidence from
an opponent, from third parties or from outside the country
for proving infringement, damages or invalidity?

Discovery of evidence is limited to the issues that had been raised by
the particulars. This may be done through the processes of discovery of
documents or by interrogatories.

The Court may at any time order any party to a cause or matter to
give discovery by making and serving on any other party a list of the
documents that are or have been in his or her possession, custody or
power and may at the same time or subsequently also order him or her
to file an affidavit verifying such a list and to serve a copy thereof on the
other party. The documents where discovery may be ordered include
documents on which the party relies or will rely; documents that would
adversely affect his or her own case; adversely affect another party’s
case; or support another party’s case (see Order 24 Rule 3 ROC 2012).

Where discovery is by way of interrogatories, a party to any cause
or matter may apply to the court for an order giving the party leave to
serve on any other party interrogatories relating to any matter in ques-
tion between the applicant and the other party in the cause or matter
and requiring that other party to answer the interrogatories on affi-
davit within a specific period of time, which shall not be less than 14
days from the date of service of the interrogatories (see Order 26 Rule
1ROC2012).
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10 Litigation timetable

What is the typical timetable for a patent infringement lawsuit
in the trial and appellate courts?

Depending on the complexity of the matter, a patent infringement law-
suit typically takes about nine to 18 months while proceedings in the
appellate court may take about six to 12 months.

11 Litigation costs

What is the typical range of costs of a patent infringement
lawsuit before trial, during trial and for an appeal? Are
contingency fees permitted?

The costs of a patent infringement suit are dependent on many factors,

primarily the law firms and legal personnel involved, the complexity of

issues involved and the time taken in prosecuting the case. The costs of
the expert may be significant as well and vary from one case to another.

A typical range of legal costs of a patent infringement lawsuit is
approximately as follows:

+  pretrial costs, which will include the settling of pleadings, case
management, preparation for trial (eg, preparation of witness state-
ments and expert reports), but excluding interlocutory applications
such as application for injunction : 150,000-300,000 ringgit;
trial proper: 130,000-350,000 ringgit for a three-to-five-day trial
inclusive of preparation of written submissions; and

- appeal (to the Court of Appeal): 80,000-150,000 ringgit.

Contingency fees are prohibited under the Legal Profession Act 1976.

12 Court appeals

What avenues of appeal are available following an adverse
decision in a patent infringement lawsuit? Is new evidence
allowed at the appellate stage?

A patent infringement lawsuit, which invariably includes a claim for
permanent injunction, must be brought in the High Court. Appeal from
the High Court can be made to the Court of Appeal as of right. There is
asecond chance for appeal to the apex court, namely the Federal Court.
However, an appeal to the Federal Court is not automatic. The would-
be appellant must first obtain leave from the Federal Court. Leave will
be granted if there is a question of law that is of general application and
not previously decided by the Federal Court or, alternatively, if it is a
question of importance upon which further argument and decision of
the Federal Court would be to public advantage.

New evidence is not allowed at the appellate stage unless the Court
is satisfied that the new evidence was not available to the party previ-
ously or reasonable diligence would not have made it so available and
the new evidence, if true, can reasonably be assumed to have had a
determining influence upon the decision of the High Court.

13 Competition considerations

To what extent can enforcement of a patent expose the
patent owner to liability for a competition violation, unfair
competition, or a business-related tort?

A patent owner is granted the exclusive rights to ‘exploit’ the patented
invention; to assign or transmit the patent; and to conclude licence
contracts. ‘Exploitation’ of a patented invention is defined to include
inter alia, the making, selling or using the patented product. Besides
that, the owner of a patent is expressly given the right to institute court
proceedings against any person who has infringed or is infringing his
or her patent.

In enforcing a patent by way of infringement action, there is gener-
ally no risk of being liable for unfair competition or any tortious liability
except when a case for ‘unlawful interference with trade’ is made out.
The essential requirement for unlawful interference is that the claim-
ant must prove ‘a deliberate interference with the claimant’s interests
by unlawful means’. Case law has established that to enforce an IP
right, even if the same is subsequently invalidated, is generally not to
be regarded as unlawful. In view of this, it is generally believed that a
claim for unlawful interference is hard to maintain based solely on the
institution of an infringement action.

Getting the Deal Through - Patents 2017
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In enforcing a patent by way of concluding licence contracts or
other agreements, a patent owner may be liable if the following two
broad circumstances are proved:

- ifthe agreement has the object or effect of significantly preventing,
restricting or distorting competition in any market for goods or ser-
vices; or

- if the patent owner is engaging in, whether independently or col-
lectively in any conduct that amounts to an abuse of a dominant
position in any market for goods or services.

The above-mentioned dual prohibitions of anticompetitive conduct
are clearly provided under the Malaysian Competition Act 2010, which
came into force on 1 January 2012. However, there is an express excep-
tion laid down in the Competition Act 2010 whereby it is clearly stated
that the prohibition against abuse of dominant position does not apply
to the relevant enterprise in a dominant position in ‘taking any step
which has reasonable commercial justification or represents a reason-
able commercial response to the market entry or market conduct of a
competitor’ (section 10(3) of Competition Act 2010). There is no case
law that may shed light on the scope and meaning of this section, par-
ticularly on whether enforcement of a patent right is covered within this
express exception. To date, there is no guidance issued by the Malaysian
Competition Commission on the enforcement of an IPR, including pat-
ent rights in regard to the said dual prohibitions.

14 Alternative dispute resolution

To what extent are alternative dispute resolution techniques
available to resolve patent disputes?

The court will generally propose the option of mediation during the
stage of pretrial case management whereby mediation may be carried
out in the following ways:

by way of a judge-led mediation;

by way of a mediation to be carried out by the Kuala Lumpur

Regional Centre for Arbitration; or

by other mediators agreeable by both parties.

On 30 June 2016 the Chief Justice of Malaysia issued ‘Practice Direction
No. 4 of 2016 (Practice Direction on Mediation)’, directing that all
judges of the High Court and the deputy registrars and all judges of the
Sessions Court and magistrates and their assistant registrars may, at the
pretrial case management stage, give such directions that the parties
facilitate the settlement of the matter before the court by way of media-
tion. Intellectual property cases are listed as examples of cases that are
easy to settle by mediation. In practice, mediation of a patent lawsuit
rarely happens, possibly because the issue of infringement is normally
keenly contested and it is factually and legally complex.

Scope and ownership of patents

15 Types of protectable inventions

Can a patent be obtained to cover any type of invention,
including software, business methods and medical
procedures?

Aninvention is only patentable if it is new, involves an inventive step and
isindustrially applicable (see section 11 PA). An invention is regarded as
‘new’ if it is not anticipated by ‘prior art’ and ‘prior art’ is defined to
mean everything disclosed to the public anywhere in the world by writ-
ten publication, by oral disclosure, by use or in any other way, prior to
the priority date of the patent application claiming the invention.
However, the following are excluded as patentable subject matters:
discoveries, scientific theories and mathematical methods;
plant or animal varieties or essentially biological processes for
the production of plants or animals, other than man-made living
micro-organisms, micro-biological processes and the products of
such micro-organism processes;
- schemes, rules or methods for doing business, performing purely
mental acts or playing games; and
methods for the treatment of human or animal body by surgery or
therapy, and diagnostic methods practised on the human or ani-
mal body.

www.gettingthedealthrough.com

This does not include products used on any such methods (see section
13 PA). Based on the above, business methods and medical procedures
are not patentable subject matters. Although software is not specifically
mentioned, the Guidelines for Patent Examination Manual issued by
the Intellectual Property Corporation of Malaysia state that a computer
program by itself or as a record on a carrier is not patentable, irrespec-
tive of its contents. The situation does not change when the computer
program is loaded into a known computer. The computer program will,
however, qualify for patentability when the subject matter as claimed
makes a technical contribution to the prior art.

16 Patent ownership

Who owns the patent on an invention made by a company
employee, an independent contractor, multiple inventors or a
joint venture? How is patent ownership officially recorded and
transferred?

An invention made by an employee or pursuant to a commission shall
be deemed to accrue to the employer or the person who commissioned
the work in the absence of any provisions to the contrary in the contract
of employment or for the execution of the work (see section 20 PA).
Thus, if an independent contractor is engaged to research and come up
with an new invention, and there is no express reservation of rights, the
rights to the invention will be deemed accrued to the person engaging
him or her.

Generally, the rights to a patent shall belong to the inventor. Where
there are multiple inventors, the rights to the patent shall belong to
them jointly (see section 18 PA).

A patent may be assigned or transmitted. Such assignment or trans-
mission must be officially recorded and no such assignment or trans-
mission shall have effect against third parties unless so recorded in the
Register of Patents. Application to record an assignment or transmis-
sion must be effected by way of an application to the Registrar in the
prescribed manner together with the payment of the prescribed fee.
Further, in the case of an assignment, the application to record it must
be accompanied by an assignment agreement signed by or on behalf of
the contracting parties (see section 39 PA).

With regard to joint ownership of patents, it is clearly provided in
the PA that in the absence of any agreement to the contrary between
parties, such joint owners may separately assign or transmit their rights
in the patent application or patent, among others (see section 40 PA).

Defences

17 Patentinvalidity

How and on what grounds can the validity of a patent be
challenged? Is there a special court or administrative tribunal
in which to do this?

The validity of a patent can be challenged through an application by

an aggrieved person for the invalidation of the patent. The application

must be made with the High Court. The High Court will invalidate a

patent upon proof of any of the following grounds:

- that whatis claimed as an invention in the patent is not an idea that
permits in practice the solution to a specific problem in the field of
technology or is excluded from protection as it falls under the cat-
egory of non-patentable inventions or is contrary to public order or
morality or is not patentable because it does not comply with the
requirements of being a patentable invention, new, involving an
inventive step or being industrially applicable;
that the description or the claim does not comply with the pre-
scribed requirements for application particularly on the issue of
sufficiency of disclosure of the invention;
that any drawings that are necessary for the understanding of the
claimed invention have not been supplied;

- that the right to the patent does not belong to the person to whom
the patent was granted; or
that incomplete or incorrect information has been deliberately pro-
vided or caused to be provided to the Registrar at the time of filing
arequest for a substantive examination by the person to whom the
patent was granted or by his or her agent (see section 56 PA).

103

© Law Business Research 2017



MALAYSIA

Wong Jin Nee & Teo

Asmentioned in question 1, there is an Intellectual Property High Court
established in Kuala Lumpur. However, it is not the only court with the
sole jurisdiction where an action for invalidation must be filed. In fact,
all civil High Courts in Malaysia are seised with jurisdiction to hear
injunction applications as well as any disputes over a granted patent.
There is, however, no administrative tribunal empowered to hear dis-
putes involving the validity of patents.

18 Absolute novelty requirement

Is there an ‘absolute novelty’ requirement for patentability,
and if so, are there any exceptions?

Yes, Malaysia practises an ‘absolute novelty’ requirement for patent-
ability. The only exception where a disclosure may be disregarded
is where:
such disclosure occurred within one year preceding the date of the
patent application and if such disclosure was by reason or in conse-
quence of acts committed by the applicant or his or her predecessor
in title;
such disclosure occurred within one year preceding the date of the
patent application and if such disclosure was by reason or in con-
sequence of any abuse of the rights of the applicant or his or her
predecessor in title; and
such disclosure is by way of a pending application to register the
patent in the UK Patent Office as at the date the PA came into force
(see section 14 PA).

19 Obviousness or inventiveness test

What s the legal standard for determining whether a patent is
‘obvious’ or ‘inventive’ in view of the prior art?

An invention is considered as involving an inventive step where hav-
ing regard to any matter that forms part of the prior art such an inven-
tive step would not have been obvious to a person having ordinary skill
in the art (see section 1§ PA). The test to apply to determine whether
an invention lacks inventive step (or is obvious) or not is set out in the
case of Windsurfing International Inc v Tabur Marine (Great Britain) Ltd
[1985] RPC 59 (Windsurfing test), which is to:

identify the inventive concept embodied in the patent in suit;

the court has to assume the mantle of the normally skilled but unim-

aginative addressee in the art at the priority date and to impute to

him or her what was, at that date, common general knowledge in

the art in question;

identify what, if any, differences exist between the matter cited as

being ‘known or used’ and the alleged invention; and

the court has to ask itself whether, viewed without any knowledge

of the alleged invention, those differences constitute steps that

would have been obvious to the skilled man or if they require any

degree of invention.

The Windsurfing test has been adopted by Malaysian courts in, among
others, the court of appeal decision of Seng Kong Shutter Industries Sdn
Bhd & Anor v SKB Shutters Manufacturing Sdn Bhd [2014] 5 ML] 98;
[2014] 4 CLJ 1037.

20 Patent unenforceability

Are there any grounds on which an otherwise valid patent
can be deemed unenforceable owing to misconduct by the
inventors or the patent owner, or for some other reason?

Except for the provisions for invalidation of a granted patent (and prob-
ably on grounds of public order and morality), there is no statutory
provision that may be relied upon to render a granted patent unenforce-
able. In fact, section 31 PA clearly provides that even if the performance
of any act in respect of a claimed invention is prohibited by any law or
regulation, the patent shall not be invalidated ipso facto.
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21 Prior user defence

Isit a defence if an accused infringer has been privately
using the accused method or device prior to the filing date or
publication date of the patent? If so, does the defence cover
all types of inventions? Is the defence limited to commercial
uses?

Prior use as a defence is clearly provided under the Patents Act.
However, it is provided that the use must be in good faith in Malaysia
at the priority date. The element of good faith is an indispensable
requirement for the defence. Such rights of prior use, however, cannot
be assigned or transmitted, except as part of the business of the person
concerned (see section 38 PA). It appears that there is no limitation on
the type of invention or that the use must be confined to commercial
uses. In any event, the right of a patent owner does not include the right
to stop anyone from uses in respect of scientific research (see section
37 PA).

Remedies

22 Monetary remedies for infringement

What monetary remedies are available against a patent
infringer? When do damages start to accrue? Do damage
awards tend to be nominal, provide fair compensation or be
punitive in nature? How are royalties calculated?

Upon a successful claim against a patent infringer, the court may award
monetary remedies in the form of an account of profits or damages.
Account of profits is not awarded as of right. There must be some justi-
fication, such as on equitable grounds, for the court to order an account
for profit. The court will also award reasonable costs against the patent
infringer. Damages are at large and normally cover three types: loss of
business profits, loss of opportunity and damage to goodwill. Damages
start to accrue from the first date of infringement that is proven. The
burden is upon the plaintiff to prove its losses. Damages are generally
compensatory and not punitive in nature. There are two broad bases for
assessing damages: upon the proof of loss of business profit, and on a
royalty basis (if the patent owner is customarily in the business of grant-
ing licences). There is no fixed method for calculating royalties. It is a
matter of contractual agreement between a licensor and licensee.

23 Injunctions against infringement

To what extent is it possible to obtain a temporary injunction
or a final injunction against future infringement? Is an
injunction effective against the infringer’s suppliers or
customers?

Interlocutory injunctions and final injunctions are possible remedies
to be obtained against future infringement. The courts are generally
less inclined to grant an interlocutory injunction pending trial due to
the severe implications the injunction may have on the business of the
defendant unless the principles expounded in the case of American
Cynamid Co v Ethicon Ltd [1975] AC 369 are clearly established. The
requirements for a grant of an interlocutory injunction are as follows:

there are bona fide issues to be tried;

the balance of convenience is in favour of the applicant

for injunction;

there is an undertaking as to damages by the plaintiff; and

damages are not an adequate remedy.

An injunction is not applicable against the infringer’s suppliers or
customers unless an application is made to join them as parties to the
injunction application.

24 Banningimportation of infringing products

To what extent is it possible to block the importation of
infringing products into the country? Is there a specific
tribunal or proceeding available to accomplish this?

There is presently no provision under the Patents Act 1983 to prevent
the importation of infringing products into Malaysia. Parties who wish
to do so would have to obtain a court order to be served on the cus-
toms officials.
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25 Attorneys’ fees

Under what conditions can a successful litigant recover costs
and attorneys’ fees?

The award of costs to a successful party is a matter of right. However,
the amount of costs to be awarded is a matter within the discretion of
the court. Attorney fees are normally not recoverable as cost per se. The
costs awarded to the winning party may represent only part of the legal
costs actually incurred.

26 Wilfulinfringement

Are additional remedies available against a deliberate or
wilful infringer? If so, what is the test or standard to determine
whether the infringement is deliberate? Are opinions of
counsel used as a defence to a charge of wilful infringement?

There is no provision for additional remedies provided under the PA
against a deliberate or wilful infringer.

27 Time limits for lawsuits

What is the time limit for seeking a remedy for patent
infringement?

Five years from the act of infringement (section 59 PA).

28 Patent marking

Must a patent holder mark its patented products? If so, how
must the marking be made? What are the consequences of
failure to mark? What are the consequences of false patent
marking?

There is no provision for patent marking in Malaysia. However, it is an
offence to falsely represent that any product for sale is a patented prod-
uct or process. Upon conviction, a person is liable to a fine not exceed-
ing 15,000 ringgit or to imprisonment for a term not exceeding two
years, or to both (see section 64 PA).

Licensing

29 Voluntarylicensing

Are there any restrictions on the contractual terms by which a
patent owner may license a patent?

Parties are generally free to decide on the terms of their licence agree-
ments provided that they are in compliance with the general law relat-
ing to formation and legality of contracts and do not breach section
45 of the PA. Section 45 clearly states that any clause or condition in a
licence contract shall be invalid in so far as it imposes upon the licensee,
inindustrial or commercial field, restrictions not derived from the rights
conferred under the Act on the owner of the patent, or unnecessary for
the safeguarding of such rights. There is, currently, no case law that
touches or expounds on this section. We believe one of the examples
that may fall within the section 45 prohibition is the tying-in provision.

30 Compulsory licences

Are any mechanisms available to obtain a compulsory licence
to a patent? How are the terms of such a licence determined?

The mechanism and conditions for securing a compulsory licence are

laid down in sections 48 to 54 of the Act. The gist of these provisions is

that any person, who made efforts to obtain authorisation from patent
owners on reasonable commercial terms and conditions but was unsuc-

cessful within a reasonable time period, may apply to the Registrar for a

compulsory licence any time after the expiration of three years from the

grant of a patent or four years from the filing date of the patent applica-
tion, whichever is later, under any of the following circumstances:

- where there is no production of the patented product or application
of the patented product or application of the patented process in
Malaysia without any legitimate reason; or
where there is no product produced in Malaysia under the patent
for sale in any domestic market, or there are some but they are sold
at unreasonably high prices, or do not meet the public demand
without any legitimate reason.

www.gettingthedealthrough.com

The other ground upon which one may apply for compulsory licence
is the so-called ‘interdependence of patents’ ground. This is when the
invention claimed in a later patent cannot be used in Malaysia without
infringing an earlier granted patent, but the invention claimed in the
later patent constitutes, in the opinion of the Malaysian Intellectual
Property Office (MyIPO), an important technical advance of consider-
able economic significance; the MyIPO may grant a compulsory licence
to the owner of the later patent when requested to the extent necessary
to avoid infringement of the earlier patent.

When applying for a compulsory licence, the applicant shall set
forth the amount of royalty, the conditions of the exploitation of the
patent and the restrictions of the rights of the licensor or the licensee,
as the case may be, and a request of the said licence.

The MyIPO shall fix the scope of the compulsory licence upon grant-
ing the same to specify, in particular: the period for which the licence is
granted; the time limit within which the beneficiary of the compulsory
licence shall begin to work the patented invention in Malaysia; and the
amount and conditions of the royalty due from the beneficiary of the
compulsory licence to the owner of the patent.

Patent office proceedings

31 Patenting timetable and costs

How long does it typically take, and how much does it
typically cost, to obtain a patent?

The timeline for securing a patent in Malaysian is dependent on the
type of application filed. A straightforward local patent application or
a PCT national phase entry application with no objection will typically
take four to six years from the Malaysian filing date to be granted.

The total estimated legal cost to obtain a straightforward local pat-
ent (with less than 10 claims) would be within the range of 5,000 to
7,000 ringgit.

The official filing fees to obtain a straightforward local patent (with
less than 10 claims) from filing through to registration would be 1,550
ringgit (excluding professional fees, GST and disbursements). The offi-
cial filing fees are provided on the MyIPO website at the following link:
www.myipo.gov.my/en/patent-form-fees/lang=en.

32 Expedited patent prosecution

Are there any procedures to expedite patent prosecution?

There are provisions for filing a request for an expedited examination of

a patent application based on any of the following grounds:
itis in the national or public interest;

- there are infringement proceedings taking place or evidence show-
ing potential infringement with regard to the patent being applied;
the applicant has already commercialised the invention or plan to
commercialise the invention within two years from the filing date
of a request for expedited examination;
application for grant of the patent is a condition to obtain monetary
benefits from the government or institutions recognised by the
Registrar of Patents;
the invention relates to green technologies that will enhance the
quality of the environment or conservation of energy resources; or
there are other reasonable grounds that support the request.

Besides the above, an applicant may also make a request for an accel-
erated examination of a pending application through the Patent
Prosecution Highway (PPH) pilot programme. But a PPH application
can only be filed if there are search reports, examination reports or cer-
tificate of grants of a corresponding Japanese patent application filed
with the Japan Patent Office (JPO) because the pilot programme is only
between Japan and Malaysia.

33 Patent application contents

What must be disclosed or described about the invention in
apatent application? Are there any particular guidelines that
should be followed or pitfalls to avoid in deciding what to
include in the application?

A patent application shall contain: a request for the grant of a patent; a
description; a claim or claims; a drawing or drawings as required; and an
abstract. It is further clearly provided that the descriptions shall, among
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Update and trends

A significant decision that shaped patent law and practice in Malaysia
is the Federal Court’s decision in SKB Shutters Manufacturing Sdn Bhd
v Seng Kong Shutter Industries Sdn Bhd & Anor [2015] 6 ML] 293; [2015]
9 CLJ 405. This case involved the appellant’s Malaysian patent No.
MY-128431-A (patent 431). Patent 431 is entitled ‘rolling door’ and it
seeks to protect features and parts of a commonplace rolling door. In
the Court of Appeal, the appellant’s patent 431 was held to be invalid
and the appellant’s claim for patent infringement against the respond-
ents was dismissed. The respondent relied upon the grounds of lack
of novelty and lack of inventive step by reason of prior disclosure and
prior use. The appellant sought and was granted leave to appeal to the
Federal Court with seven questions of law, which were as follows:

(i) Where a patent comprises multiple claims, whether, in invalidating
a patent for lacking novelty or inventive step, the Court must make
a determination on each and every claim.

(i) Where a patent comprises multiple claims, some of which
are independent, and other claims that are dependent on the
independent claims:

+  having determined that an independent claim of a patent
lacks novelty or inventive step, the Court is required to assess
the dependent claim aside from the said independent claims
before invalidating a patent; and
having only determined that one or more claims of a patent
lack novelty and /or inventive step, the Court should invalidate
those claims, while preserving the patent in respect of its valid
dependent claims.

(iii) Where there is no dispute that the appellant’s product is an
embodiment of the claims of the appellant’s patent, whether,
in assessing prior art to determine if the appellant’s patent is
anticipated by or is inventive over the prior art, it is permissible to
compare features of the appellant’s product to the features of the
prior art.

(iv) Whether on a true construction of the case of The General Tire &
Rubber Co v The Firestone Tyre & Rubber Co Ltd & Ors [1972] RPC
457, a comparison between a device that is disclosed by the claims
of a patent with a device that is disclosed by an earlier publication
(or prior art) is permitted.

(v) Inthe event that the answer to questions (iii) and (iv) above are in
the negative, whether, having determined that the prior art must
be compared to the patent claims in assessing if the Appellant’s
patent is anticipated by or is inventive over the prior art, it is open
to the Court of Appeal to construe the patent claims without the
assistance of persons skilled in the art.

(vi) Upon finding that the expert witnesses could hardly be described
as ‘the unimaginative skilled addressee’ in determining if there is
inventive step in the appellant’s invention or otherwise, whether it
is permissible for the Court to refer to the evidence of such experts
to make a finding that the concept embodied in the appellant’s
patent is common general knowledge in the field of mechanical
engineering that would be obvious to a normally skilled but
unimaginative addressee in the art.

(vii) Where there is a finding that the prior art does not contain clear
and unmistakable directions to do what the inventor claims to
have invented and where the prior art in itself does not disclose the
device disclosed by the patent claims, whether it is permissible for
the Court of Appeal to make a finding that the appellant’s patent
lacks novelty as it is anticipated by the prior art.

In this case, apart from the answers to the questions of law mentioned
above, the Federal Court had reaffirmed the Court of Appeal’s deci-
sion that once the independent claims are found to be invalid, the
dependent claims would fall. The Federal Court opined that under

the Malaysian Patents Act there are no express provisions that allow
for a patent to be amended when its validity is challenged. This is dif-
ferent from the provisions of sections 63 of the UK Patents Act, which
expressly allow for an amendment where its validity has been put in
issue before a court. The Federal Court also held that the Malaysian
Patents Act does not allow a partially valid patent without amendment

to be enforced. A narrow interpretation had been taken of section §6(3)
PA, which was viewed as only referring to the independent claims of a
patent.

The answers of the Federal Court on questions (i) and (ii) had a sig-
nificant impact on the way patent claims are to be drafted and worded.
It would seem that a dependent claim should be avoided if possible.
Hitherto, it was generally believed that a claim can be partially valid.
Further it does not follow that once an independent claim is shown to
be invalid, a dependent claim will automatically fall. In fact, a depend-
ent claim operates to narrow the scope of the independent claim. As
such, a dependent claim may possess the requisite novelty and inven-
tive step. In other words, there is still a need to assess the validity of
each dependent claim on its own merit, but the SKB Shutters decision
seems to have changed this position.

In the course of answering question (vi), which relates to whether
it is possible to refer to the evidence of an expert who is admittedly
not qualified as a person skilled in the art because he was not an
‘unimaginative skilled addressee’, the Federal Court seems to have
created some confusion. Its decision in this regard seems to suggest
that anyone can be called to assist the court in a patent trial and this
person or ‘expert’ need not approximate a person skilled in the art. It
even declares that the court can construe patent claims ‘without the
assistance of a person skilled in the art’. This seems to run counter to
the provisions of section 15 PA, which clearly states that the issue of
inventive step, at least, must be assessed through the eyes of a person
skilled in the art. Further, the comments of the Federal Court seem to
run counter to a long a line of established case laws, including Lubrizol
v Esso Petroleum [1989] RPC 727, which held that:

Patent specifications are intended to be read by persons skilled
in the relevant art, but their construction is for the court.
Thus the court must adopt the mantle of the notional skilled
addressee and determine, from the language used, what the
notional skilled addressee would understand to be the ambit
of the claim. To do that it is often necessary for the Court to be
informed as to the meaning of technical words or phrases and
what was, at the relevant time, the common general knowledge;
the knowledge that the notional skilled man would have.

(per Aldous L] in Lubrizol v Esso Petroleum [1998] RPC 727 at 738).
Perhaps we should await another Federal Court decision to clarify the
position on this important issue of person skilled in the art and his or
her role in a patent trial.

There is another appeal pending before the apex court that may
expound the law relating to the test for determining the inventive step
of an invention. In the Federal Court case of Spind Malaysia Sdn Bhd
v Justrade Marketing Sdn Bhd & Anor (Civil Application No. o8(f)-
199-04/2016(W), the Federal Court has granted leave to the appellant
Spind Malaysian Sdn Bhd to pose the following questions of law to it:
(i) Isthe patented invention inventive (or not obvious)? For this

purpose the court is required to apply and carry out the 4-steps

test from the case of Windsurfing International Inc v Tabur Marine

(Great Britain) Ltd [1985] RPC 59 (or more commonly known as

the ‘Windsurfing test’);

(i) Will there be a distinction drawn between determining the
‘claimed features’ of the claims of a patent (for the purpose
of assessing novelty and infringement) and determining the
‘inventive concepts’ of the invention in the patent (for the purpose
of assessing inventiveness)?

(iii) If the answer to question (ii) is in the affirmative, will an
assessment of the ‘inventive concepts’ of the invention be
confined to just the claims of the patent or will it be construed from
reading the patent specifications as a whole and with the common
knowledge of the skilled person?

We expect the Federal Court to hear the appeal in the second half of
2017 and believe it will issue a decision on the crucial issue of inventive
step.

other things, disclose the invention in such terms that it can be under-
stood and in a manner sufficiently clear and complete for the invention
to be evaluated and to be carried out by a person having ordinary skill in
the art, and state any advantageous effects of the invention with refer-
ence to the background art.

In addition, the claims of the patent shall be clear and concise and
fully supported by the description; and the number of the claims shall be
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reasonable taking into consideration the nature of the invention. Where
the application contains drawings, the technical features mentioned in
the claims shall, wherever possible, be followed by Arabic numerals to
such features and placed between parentheses.

There are a number of standard application requirements, such
as; that all application documents must be of a high enough quality as
to allow direct reproduction by photography, electrostatic processes,
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photo offset and microfilming and shall be on white, matte, durable A4
paper (measuring 29.7cm x 21cm) .

There is also, however, a requirement imposed by the Malaysian
Patents Regulations, that in the application, every fifth line of each sheet
of the description and the claims shall be numbered in Arabic numerals
placed to the left of the relevant lines but to the right of the margin.

34 Prior art disclosure obligations

Must an inventor disclose prior art to the patent office
examiner?

There is no legal obligation to disclose the prior art to the patent office.
However, it is a requirement imposed by the Regulations that the
description of the patent shall indicate the background art, as far as is
known to the applicant, which can be regarded as useful for the under-
standing, searching and examination of the invention; and, wherever
possible, cite the document reflecting such art. It is understood that
these requirements are merely advisory.

35 Pursuit of additional claims

May a patent applicant file one or more later applications
to pursue additional claims to an invention disclosed in
its earlier filed application? If so, what are the applicable
requirements or limitations?

It is permissible for an applicant to file one or more ‘divisional applica-
tions’ to pursue additional claims to an invention disclosed in its earlier
filed application provided that each divisional application shall not go
beyond the disclosure in the initial application. This is the so-called
‘no added new matter’ limitation. Procedurally, in accordance with
Regulation 19A of the Patents Regulations 1986, a voluntary request for
divisional application must be filed within three months from the date
of the mailing of the Examiner’s first report.

36 Patent office appeals

Is it possible to appeal an adverse decision by the patent office
in a court of law?

Any person aggrieved by any decision or order of the Registrar may
appeal to the court (see section 88 PA).

37 Oppositions or protests to patents

Does the patent office provide any mechanism for opposing
the grant of a patent?

The Patent Office does not provide for any mechanism for opposing the
grant of a patent in Malaysia. However, the Patent Office does accept
observations made by any third parties.

38 Priority of invention

Does the patent office provide any mechanism for resolving
priority disputes between different applicants for the same
invention? What factors determine who has priority?

The Patent Office does not provide any mechanism for resolving prior-
ity disputes between different applicants for the same invention. The
Malaysian Patent Office recognises the ‘first to file’ principle. The only
way to resolve such disputes would be to file a civil suit seeking a dec-
laration of right in the High Court or through voluntary arbitration pro-
ceedings between the parties.

39 Modification and re-examination of patents

Does the patent office provide procedures for modifying,
re-examining or revoking a patent? May a court amend the
patent claims during a lawsuit?

The Registrar may, upon an application made by the owner of a pat-
ent, amend the description, the claim or claims or the drawings of the
patent or amend any other document associated with the patent for
the purpose of correcting a clerical error or an obvious mistake or for
any other reason acceptable to the Registrar. However, no amendment
should be allowed if the amendment would have the effect of disclos-
ing a matter that extends beyond that disclosed before the amendment
or if the amendment would have the effect of extending the protection
conferred at the time of the grant.

The Malaysian Patents Act does not have similar provisions to that
in the UK, which allows a court to amend the patent claims during a law-
suit. In the Federal Court decision of SKB Shutters Manufacturing Sdn
Bhd v Seng Kong Shutter Industries Sdn Bhd & Anor [2015] 9 CLJ 406, the
apex court clearly ruled that the position in Malaysia relating to amend-
ment of patent claims must be distinguished from the position in the
UK.

40 Patent duration

How is the duration of patent protection determined?

The duration of the 20-year patent protection is determined from the
filing date.
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